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Sir: 



In response to a Final Rejection of all pending claims that was mailed on January 14, 
2002, and in support of a "Notice of Appeal" filed on June 13, 2002, Appellant hereby 
submits this Appeal Brief. 

The fees required under § 1.17(f) and any required petition for extension of time for 
filing this brief and fees therefore, are dealt with in the accompanying TRANSMITTAL OF 
APPEAL BRIEF. 

This brief is transmitted in triplicate. 

Real Party in Interest 

The real party of interest is LG. Philips LCD Co. Ltd., a South Korean Corporation. 

Related Appeals and Interferences 

There are no related appeals or interferences known to the undersigned attorney. 

Status of Claims 

Claims 1-9 were originally filed. Claim 8 is canceled. Claims 1-7 and 9 are pending 
and stand rejected. The rejections of claims 1-7 and 9 are appealed. A copy of the claims 
involved in the present appeal is attached hereto as Appendix A. 
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Status of Amendments 



The Appellant submitted an Amendment Under 37 CFR 1.1 16 on April 15, 2002. In 
response, the Examiner mailed an Advisory Action dated May 20, 2002, which did not 
indicate whether the amendment had been entered, but indicated that it failed to place the 
application in condition for allowance. 

Therefore, in view of a Notice of Appeal filed on June 13, 2002, and in view of this 
Appeal Brief, the April 15, 2002 "Amendment After Final" should be entered. 



The present invention relates to a polycrystalline silicon film which is crystallized 
with a metal induction (rapid thermal treatment, thermal treatment being applied by electric 
field or rapid thermal treatment being applied by electric field) containing a small amount of 
Ni in all portions of a thin film. The completed polycrystalline silicon becomes needle- 
shaped silicon crystallites and can be used in the active layer of an element such as a thin film 
transistor, solar battery etc, without using surface etching before or after the crystallization 
process. 

If the density of a nickel atom in the thin film deviates from the specified density 
indicated by the present invention, the polycrystalline silicon cannot become needle-shaped 
crystal particles and the electric characteristics markedly declines. 

To put it concretely, if an amount less than the minimum amount of Ni indicated in 
the present invention is contained, a polycrystalline silicon thin film forms the shape of 
dendrite crystallites, linear-shaped solid phase crystallization. It is impossible for direct use 
for manufacturing an element of high performance without a separate treatment such as high 
thermal treatment, rapid thermal treatment, laser irradiation etc, due to many defects existing 
between the border of the crystallite and the crystal. Also, if an amount more than the 
maximum amount of Ni indicated by the present invention is contained, needle-shaped 
silicon crystallites forming the thin film get remarkably smaller than a shape of needle in its 
size. The entire of thin film is filled with the crystallites formed in the shape of small circular 
appearance. Accordingly, the contained nickel cannot be used for manufacturing an element 
due to electric and structural defects. 



Summary of Invention 
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Issues 

The first issue on appeal is whether claims 1, 3, 6, 9 were properly rejected under 35 
USC 1 12, first paragraph as introducing new matter to the specification and claims and not 
describing in the specification how to make and/or use the invention by amending "bar-like 
silicon crystallites" with the term "needle-shaped silicon crystallites". 

The second issue on appeal is whether claims 1-7, and 9 were properly rejected under 
35 USC 103(a) as being unpatentable over Ohtani et al. (US Patent No. 5,612,250) in view of 
Fonash et al. (US Patent No. 5,994,164). 

Grouping of Claims 

Appellant respectfully asserts that on the first issue claims 1, 3, 6, and 9 stand or fall 
together. 

Appellant respectfully asserts that on the second issue claims 1-7, and 9 stand or fall 
together. 

Arguments 

First Issue 

Claims 1, 3, 6, 9 were improperly rejected under 35 USC § 1 12, first paragraph as 
introducing new matter to the specification and claims and not describing in the specification 
how to make and/or use the invention by amending "bar-like silicon crystallites" with the 
term "needle-shaped silicon crystallites". 

The first paragraph of 35 USC § 1 12 sets forth two separate requirements. First, the 
claims must set forth the subject matter that applicants regard as their invention. Second, the 
claims must particularly point out and distinctly define the metes and bounds of the subject 
matter that will be protected by the patent grant. Further, when the specification states the 
meaning that a term in the claim is intended to have, the claim is examined using that 
meaning, in order to achieve a complete exploration of the applicant's invention and its 
relation to the prior art. In re Zletz, 893 F.2d 319, 13 USPQ2d 1320 (Fed. Cir. 1989). 

Claims 1, 3, 6, and 9 set forth that needle-shaped silicon crystallites is part of the 
invention. Appellant sought to more clearly define the shape of the crystallites in filing the 
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amendment changing "bar-like" to "needle-shaped". The specification states the meaning 
that "needle-shaped" is intended to have by describing the growth of the crystallites shown in 
the figures. The term "needle-shaped" used to describe the crystallites is not repugnant to the 
usual meaning. For example, the term "needle-shaped" has been used in the claims of several 
patents, including at least U.S. Patent Nos. 6,365,933, 6,194,254, 6,120,891 to describe the 
growth of the crystallites in a silicon film containing metal. Appellants respectfully submit 
that the terminology "needle-shaped" would be understood by one of ordinary skill in this art. 
Further, the description of the crystallites shown in the figures as being "bar-like" or "needle- 
shaped" should be interpreted as intended by Appellants since they are their own 
lexicographers. See In re Hill, 161 F.2d 367, 73 USPQ 482 (CCPA 1947). 

Appellants respectfully submit that the amendment changing "bar-like" to "needle- 
shaped" to overcome the 35 USC § 1 12 rejection is not new matter introduced into the 
specification and that the specification describes how to make and/or use the invention. 
Appellants request that the rejection under 35 USC § 1 12, first paragraph be withdrawn. 

Second Issue 

Claims 1-7, and 9 were improperly rejected under 35 USC § 103(a) as being 
unpatentable over Ohtani et al. (US Patent No. 5,612,250) in view of Fonash et al. (US Patent 
No. 5,994,164). 

To establish a prima facie case of obviousness under 35 USC § 103, three basic 
criteria must be met. First, the prior art reference (or references when combined) must teach 
or suggest all the claim limitations. Second, there must be some suggestion or motivation in 
the references themselves to modify the reference or to combine reference teachings. Third, 
there must be a reasonable expectation of success for the modification or combination of 
references. Further, the teaching or suggestion to make the modification or combination of 
prior art and the reasonable expectation of success must both be found in the prior art, and not 
based on Applicant's disclosure. In re Vaeck, 947 F.2d 488, 20 USPQ2d 1438 (Fed. Cir. 
1991). Additionally, there must be particular finding as to the specific understanding or 
principle within the knowledge of a skilled artisan that would have motivated one with no 
knowledge to the claimed invention to combine or modify references. In re Kotzab, 217 F.3d 
1365, 55 U.S.P.Q.2d 1313 (Fed. Cir. 2000). Also, see M.P.E.P. § 2143. 
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In order to obtain the density ranges of Ni atoms in claims 1, 3, 6, and 9, the silicon 
film requires a separate process as described at column 7, lines 3-23 of Ohtani et al. Further, 
the value of the electrical conductivity activation energy is not disclosed as admitted by the 
Examiner. Thus, Ohtani et al. does not teach or suggest all the claim limitations. 

The Examiner cites Fonash et al. in an attempt to cure the deficiencies of Ohtani et al. 
Fonash et al. may recite an electrical conductivity activation energy similar to the value in 
claims 1, 3, 6, and 9, but Fonash et al. uses solid phase crystallization (SPC) rather than metal 
induced crystallization (MIC) described in the specification of this application and apparent 
from the recitation of Ni atoms in the claims. Fonash et al. does not teach or suggest the 
claimed invention as a whole. Stratoflex, Inc. v. Aeroquip Corp., 713 F.2d 1530, 218 USPQ 
871 (Fed. Cir. 1983); Schenckv. Nortron Corp., 713 F.2d 782, 218 USPQ 698 (Fed. Cir. 
1983); see also In re Hirao, 535 F.2d 67, 190 USPQ 15 (CCPA 1976). Appellants 
respectfully submit that Fonash et al. fails to cure the deficiencies of Ohtani et al. 

Furthermore, the Examiner has not pointed out a particular finding as to the specific 
understanding or principle within the knowledge of a skilled artisan, either expressly or by 
implication that would have motivated one with no knowledge to combine or modify Ohtani 
et al . Accordingly, no proper motivation or suggestion is found in Fonash et al. for one of 
ordinary skill in the art to combine the teachings. There is no reasonable expectation of 
success by combining the two teachings. Such combination is suggested only by the claimed 
invention and that combining is considered impermissible hindsight. 

Fonash et al. is not attempting to solve similar problems with the same solution. 
"[A] patentable invention may lie in the discovery of the source of a problem even though the 
remedy may be obvious once the source of the problem is identified. This is part of the 
'subject matter as a whole', which should always be considered in determining the 
obviousness of an invention under 35 USC § 103. " In re Sponnoble, 405 F.2d 578, 585, 160 
USPQ 237, 243 (CCPA 1969). However, "discovery of the cause of a problem . . . does not 
always result in a patentable invention. . . . [A] different situation exists where the solution is 
obvious from prior art which contains the same solution for a similar problem ." In re 
Wiseman, 596 F.2d 1019, 1022, 201 USPQ 658, 661 (CCPA 1979) (emphasis in original). 

Through the combination of references used by the Examiner, she has taken a specific 
aspect of the claim, i.e., electrical conductive activation energy, to be the only advantage of 
the invention, and disregarded the other elements of the claims. 
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Accordingly, Appellant respectfully requests withdrawal of the rejection based on the 
combination of references. Appellant respectfully submits that the Examiner has failed to 
establish a prima facie case of obviousness. 

In view of the foregoing arguments, Appellant respectfully requests that the Board of 
Appeals overturn the Examiner's rejections and objections and allow claims 1-7, and 9. 



MCKENNA LONG & ALDRIDGE LLP 
1900 K STREET, N.W. 
WASHINGTON, DC 20006 
Telephone No.: (202) 496-7500 
Facsimile No.: (202) 496-7756 
Date: August 13. 2002 



Respectfully submitted, 




Registration No. 50,015 



-6- 



DC: 102492.1 



